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DETAILED ACTION 

This Action is in regards to the Reply filed on 05/29/2007. 

Response to Amendments/arguments 

1. In this Reply, claims 1, 4, 6, and 9 are amended and claims 1-16 remain pending 
in the application and represent a method and system for "ELECTRONIC MAIL 
COMMUNICATING METHOD, APPARATUS AND SYSTEM USING FACSIMILE 
COMMUNICATION PROCEDURE". 

2. Applicant's arguments with respect to claims 1 , 4, 6, 9, 12, 13, 15, and 16 
have been carefully considered, but are not deemed fully persuasive. Applicant's 
arguments with respect to claims are deemed moot in view of the existing ground of 
rejection as reiterated below. The combination of Yoshida and Umanski discloses the 
claimed limitations as specified under 35 U.S.C. 103(a). In the interest of expediting the 
prosecution of the application, the Examiner has identified allowed subject matter in the 
language of claim 3. 

In response to Applicant's arguments, 37 CFR § 1.11(c) requires applicant to 
"clearly point out the patentable novelty which he or she thinks the claims present in 
view of the state of the art disclosed by the references cited or the objections made. He 
or she must show the amendments avoid such references or objections." 

Applicant's Request for Reconsideration filed on 05/25/2007 has been carefully 
considered but is not deemed fully persuasive. However, because there exists the 
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likelihood of future presentation of this argument, the Examiner thinks that it is prudent 
to address Applicants' main points of contention: 

A: Applicants contend that " in Umansky, it is the same network processing 
device that first converts the first email message to facsimile information that converts 
the unsuccessfully transmitted facsimile information back to email data. Umansky 
teaches that the conversion back to email data occurs on the network processing device 
(original sender) after the transmission is bounced back as being unsuccessful. 
Nowhere does Umansky teach a message that begins as an email, is converted to 
facsimile, and is converted to an email message on the receiver after being transmitted 
over a switched line. As such, both Yoshida and Umansky fail to teach the features of 
the claimed invention. Accordingly, Applicant submits that the Office has failed to 
establish a prima facie case of obviousness and requests that the Office withdraw its 
rejection. 

B: Applicants contend that "Furthermore, Applicant submits that there is no 
suggestion or motivation to combine the teachings of Umansky, with the 
facsimile/internet transmission system disclosed generally by Yoshida. While Umansky 
discloses generally a method for managing facsimile communications over the internet 
using conventional telephony communications equipment, it is incomprehensible why 
Umansky or Yoshida, or a person of ordinary skill in the art, would consider an 
invention, as disclosed in Umansky, that teaches conversion of only those pages of a 
fax document that have failed to have been successfully transmitted to their fax 
recipient(s)", with an invention that teaches a message that is transmitted via facsimile, 
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is converted into an email, is sent to another facsimile machine via email, is converted 
into a facsimile, and is transmitted via facsimile, as taught by Yoshida. Umansky 
address the very specific situation in message via email. Accordingly, converting an 
unsuccessful initial message back to email form would add nothing to the invention as 
disclosed by Yoshida. As a result, Applicant submits that there is no motivation or 
suggestion to combine the cited references and respectfully request the withdrawal of 
the rejection." 

Both points A and B above are related and that applicants argue the if not proper 
to combine Yoshida and Umansky. Mainly, Applicants contend that Umansky does not 
disclose, converting on the receiver said electronic mail data converted into said image 
form back into electronic mail data in the electronic mail format. The Examiner 
respectfully disagrees with applicants' mischaracterization of the prior art of record, and 
what is needed in order to have a proper combination to achieve the teachings of the 
invention. Both Yoshida and Umansky are in the analogous art of facsimile/email 
communication between a source machine and a destination machine by using a 
network (see summary of both inventions). Yoshida discloses the invention in 
substance as claimed. In an attempt to the use of conversion of the image into an 
electronic mail, Umansky is incorporated into Yoshida to perform that function. 
Because Umanski uses this technique at the sending end, it doe not restrict an 
ordinary skill in the art to perform the same technique at the receiving end. The 
rejection is therefore sustained. 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
The combination Yoshida-Thompson et al (hereinafter Yoshida), Patent No. 6,801,546 
B1 in view of Umansky, U.S. Patent No. 7,142,550 B1. 

Regarding claim 1, Yoshida discloses the invention substantially as claimed. 
Yoshida discloses a method for communicating electronic mail data from a sender to a 
receiver via a network (fig. 1), comprising the steps of: 

(a) recognizing a dial number of said receiver corresponding to destination 
address information attached to said electronic mail data (column 14, lines 37-65; 
column 18, lines 1-39); 

(b) converting said electronic mail data into an image form permitting facsimile 
communication, wherein said electronic mail data originates in and electronic mail 
format (column 12, lines 61-67; column 13, lines 1-31); and 

(c) initiating a call to said receiver using said recognized dial number and 
transmitting said electronic mail data converted into said image form to the receiver by 
facsimile communication procedures, wherein said image form is adapted to be restored 
into electronic mail data in the electronic mail format (column 23, lines 34-67). 
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However, Yoshida appears not to disclose the details a method of 
communicating electronic email wherein "said electronic email data originates in an 
electronic mail format, and converting on the receiver said electronic mail data 
converted into said image back into electronic mail data in the electronic mail format". 

In the same field of endeavor, Thompson discloses "...converting the first email 
message packets into first fax pages of a fax document; transmitting the first fax pages 
to a recipient fax machine; upon failure to successfully transmit at least one of the first 
fax pages of the fax document to the recipient fax machine, converting the failed fax 
pages into secondary email packets for re-transmission thereof to the recipient fax 
machine; and transmitting one or more of the first email message packets to a 
destination other than the recipient fax machine., .wherein the first portion of the first 
email message included within the second email message corresponds to the facsimile 
information that was unsuccessfully transmitted as a result of the failure; wherein the 
network processing device reconverts the unsuccessfully transmitted facsimile 
information into an email message format for inclusion within the second email 
message ..." [see Umansky, column 11, lines 7-19, and lines 40-48]. 

Accordingly, it would have been obvious to one of ordinary skill in the networking 
art at the time the invention was made to have incorporated Umansky's teachings of 
originating email data in an electronic mail format, and converting said electronic mail 
data converted into said image back into electronic mail data in the electronic mail 
format with the teachings of Yoshida, for the purpose of improving the ability of a 
network "...to provide a method and a system whereby the fax document having been 
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created by conversion of an email message to the fax document, the apparatus and 
method causing a limited number of transmissions thereby resulting in lower costs and 
less waste to the user of the fax recipient..." as stated by Umansky in lines 62-67 of 
column 2. By this rationale, claim 1 is rejected. 

Regarding claim 2, the combination Yoshida-Umansky discloses the method as 
set forth in claim 1, wherein the step of converting comprises the step of determining a 
horizontal number of pixels and generating data by linking the data with the horizontal 
number in a vertical direction according to a specification based on ITU-T 
Recommendation T-30 (see Yoshida; column 14, lines 28-65). 

Regarding claim 3, The combination Yoshida-Umansky discloses the method as 
set forth in claim 2, wherein the step of converting further comprises the step of 
generating data to be transmitted by using a mail body in which said electronic mail data 
are recognized to be a series of binary values, a header representing said image form, 
and a padding for linking the mail body and the header by adjusting line width of the 
horizontal numbers of pixels (see Umansky; column 4, lines 6-26). 

Regarding claim 4, The combination Yoshida-Umansky discloses an electronic 
mail communicating method, comprising the steps of: 

(a) retrieving mail information stored in a server (fig. 1, item 1-3) to be transmitted 
over a switched line (fig. 1, item 1-6) from the server wherein said electronic mail data 
originates in and electronic mail format (see Yoshida; column 8, lines 36-67); 
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(b) selecting a specification of communication needed for communication over 
the switched line from a network address contained in said mail information (see 
Yoshida; column 17, lines 8-64); and 

(c) initiating a call to said switched line using the selected specification of 
communication, and transmitting said mail information according to facsimile 
communication procedures to a receiving apparatus connected via the switched line 
wherein the receiving apparatus converts said information from the selected 
specification to the electronic mail format (see Yoshida; column 23, lines 34-67); 

(d) forwarding said mail information from the receiving apparatus to the network 
address according to the electronic mail format [see Umansky, column 11, lines 7-19, 
and lines 40-48]. 

Regarding claim 5, The combination Yoshida-Umansky discloses the electronic 
mail communicating method as set forth in claim 4, wherein the step of retrieving 
comprises the step of retrieving said mail information with recognition that the mail 
information is to be transmitted from said network address via said switched line (see 
Yoshida; column 23, lines 34-67; column 17, lines 8-64). 

Regarding claim 6, The combination Yoshida-Umansky discloses an electronic 
mail communicating method, comprising the steps of: 

(a) receiving data containing electronic mail information converted into an image 
form permitting facsimile communication from a sender wherein said electronic mail 
data originates in and electronic mail format [see Umansky, column 11, lines 7-19, and 
lines 40-48]. 
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(b) converting said received data into electronic mail information (see Yoshida; 
column 23, lines 5-65); 

(c) analyzing a destination contained in the converted electronic mail information; 
(d) generating reply information to converted electronic mail information (see) Yoshida; 
column 23, lines 5-65); and 

(e) converting said reply information into said image form on the receiver and 
sending the converted reply information to the sender (see Yoshida; column 24, lines 8- 
67). 

Regarding claim 7, The combination Yoshida-Umansky discloses the electronic 
mail communicating method as set forth in claim 6, wherein, if a terminal with a 
destination corresponding to said analyzed destination is not connected to an internal 
network, reply information representing absence of any relevant destination is 
generated (see Yoshida; column 34, lines 39-65). 

Regarding claim 8, The combination Yoshida-Umansky discloses the electronic 
mail communicating method as set forth in claim 6, wherein, if received data do not 
contain electronic mail information, conventional facsimile reception operation takes 
place (see Yoshida; column 34, lines 3-38). 

Regarding claim 9, The combination Yoshida-Umansky discloses an electronic 
mail transmitting apparatus for transmitting electronic mail data to a receiver using a 
switched line not through the Internet (fig. 1, item 1-6), comprising: 

a communication specification determination unit for determining a specification 
of communication with said receiver for communication over said switched line based 
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on destination address information for an external network assigned to the electronic 
mail data (see Yoshida; column 23, lines 34-67); 

a conversion unit for converting electronic mail data to be transmitted into a data 
form for communication over said switched line wherein said electronic mail data 
originates in and electronic mail format (fig. 3, item 3-10, column 17, 32-51; column 12, 
lines 61-67; column 13, lines 1-31); and 

a transmission unit for transmitting said electronic mail data converted into said 
data form by said converting unit, to said receiver in accordance with said specification 
of communication determined by said communication specification determination unit, 
using said switched line(see Yoshida; column 17, lines 8-64; column 18, lines 10-64) 
and 

a reconversion unit for converting said electronic mail data converted into said 
data form that has been received over said switched line into electronic mail data in the 
electronic mail format wherein the reconversion unit is located on the receiver [see 
Umansky, column 11, lines 7-19, and lines 40-48]. 

Regarding claim 10, The combination Yoshida-Umansky discloses the electronic 
mail transmitting apparatus as set forth in claim 9, wherein said communication 
specification determination unit stores in advance correspondence information among 
destination address information for a network assigned to electronic mail data, a dial 
number of said receiver and a communication procedure based on ITU-T 
Recommendation T-30, and determines the specification of communication based on 
the stored correspondence information (see Yoshida; column 14, lines 28-65). 
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Regarding claim 11, The combination Yoshida-Umansky discloses the electronic 
mail transmitting apparatus as set forth in claim 9, wherein said conversion unit 
recognizes data contained in said electronic mail data as a series of binary values, and 
converts the data form by adjusting line widths. Note that a conversion unit that 
recognizes mail data as binary values is well known in the art. 

Regarding claim 12, The combination Yoshida-Umansky discloses an electronic 
mail transmitting apparatus, comprising: 

a mail retrieving unit for retrieving from a server mail information to be 
transmitted over a switched line wherein said electronic mail data originates in and 
electronic mail format (see Yoshida; column 8, lines 36-67); 

a communication specification determination unit for determining a specification 
of communication for communication over the switched line based on a network 
address contained in said mail information retrieved by said mail retrieving unit (see 
Yoshida; column 17, lines 8-64); and 

a transmission unit for initiating a call on said switched line using said 
specification of communication determined by said communication specification 
determination unit and transmitting said mail information to a receiving apparatus 
connected via the switched line by facsimile communication (see Yoshida; column 23, 
lines 34-67) wherein the receiving apparatus converts the mail information back into the 
electronic mail format [see Umansky, column 11, lines 7-19, and lines 40-48]. 

Regarding claim 13, The combination Yoshida-Umansky discloses a mail 
receiving apparatus for receiving electronic mail data originating in an electronic mail 
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format that has been converted into a form permitting facsimile communication from a 
sender via a switched line [see Umansky, column 11, lines 7-19, and lines 40-48]., 
comprising: 

a receiving unit for receiving data from said sender via said switched line by 
facsimile communication (see Yoshida; column 29, lines 20-62); 

a restoring unit for restoring said data received by said receiving unit into 
electronic mail data (see Yoshida; column 23, lines 5-65); and 

a transferring unit for transferring said electronic mail data restored by said 
restoring unit to a server connected to an internal network(see Yoshida; column 17, 
lines 8-64; column 18, lines 10-64; see Umansky, column 11, lines 7-19, and lines 40- 
48). 

Regarding claim 14, The combination Yoshida-Umansky discloses the electronic 
mail receiving apparatus, as set forth in claim 13, further comprising: 

a destination recognition unit for recognizing a destination of the electronic mail 
data based on said electronic mail data restored by said restoring unit (see Yoshida; 
column 14, lines 37-65; column 18, lines 1-39; column 23, lines 5-65); and 

a notification unit for notifying the sender if the destination recognized by said 
destination recognition unit is not in said internal network (see Yoshida; column 34, lines 
39-65). 

Regarding claim 15, The combination Yoshida-Umansky discloses an electronic 
mail communication system, comprising: 
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an Internet-connected transmission mail server; a transmission client connected 
to the transmission mail server to instruct transmission of electronic mail, and a 
transmission agent connected to a switched line to function as a client to the 
transmission mail server (see Yoshida; fig. 1, items 1-3, 1-5; column 8, lines 36-67), 

wherein said transmission client outputs, to said transmission mail server, 
electronic mail data in an electronic mail format that includes a description of a 
destination of said transmission agent and a description of a final mail destination (see 
Yoshida; column 14, lines 37-65; column 18, lines 1-39); and 

wherein said transmission agent retrieves electronic mail data in which the 
destination of the transmission agent is described by said transmission client from said 
transmission mail server and transmits the electronic mail data using facsimile 
communication procedures using the switched line to the receiving apparatus that 
reconverts the electronic mail data into an electronic mail format (see Yoshida; column 
23, lines 34-67; column 17, lines 8-64; see Umansky, column 11, lines 7-19, and lines 
40-48). 

Regarding claim 16, The combination Yoshida-Umansky discloses an electronic 
mail communication system for transmitting and receiving electronic mail information 
between an internal network on a sender side and an internal network on a receiver 
side (see Yoshida; column 14, lines 37-65; column 18, lines 1-39), wherein 

the internal network on the sender side comprises a transmission mail server, a 
transmission client for generating electronic mail information, and a transmission agent 
which is a client having a function for transmitting the electronic mail information in a 
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facsimile format via a switched line (see Yoshida; column 23, lines 34-67; column 17, 
lines 8-64; fig. 1, items 1-3, 1-5, 1-6; see Umansky, column 11, lines 7-19, and lines 40- 
48); 

the internal network on the receiver side comprises a reception mail server, a 
reception client which is a final destination of the electronic mail information, and a 
reception agent which is a client having a function for receiving the electronic mail 
information via a switched line wherein the electronic mail information is converted from 
the facsimile format back into the electronic mail format on the receiver side: (fig. 1 , 
items 1-9, 1-10, 1-6); 

said transmission agent transmits an electronic mail message whose final 
destination is said reception client designated by said transmission client to said 
reception agent via said switched line (see Yoshida; column 23, lines 34-67; column 17, 
lines 8-64); 

said reception agent transfers said electronic mail received via said switched line 
to said reception mail server in an electronic format (see Yoshida; column 14, lines 37- 
65; column 18, lines 1-39; see Umansky, column 11, lines 7-19, and lines 40-48). 
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Conclusion 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from 
examiner should be directed to Jude Jean-Gilles whose telephone number is (571) 272- 
3914. The examiner can normally be reached on Monday-Friday from 9:00 AM to 5:30 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wiley, can be reached on (571) 272-3923. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 
9000. 

Jude Jean-Gilles 
Patent Examiner 
Art Unit 2143 
JJG 



August 05, 2007 




